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Introduction 

The following is a non-final office action in response to the communications 
received on April 08, 2004. Claims 1-28 are now pending in this application. 
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Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-14 are rejected under 35 U.S.C. 101 because claims 1-14 describe a 
process without an obvious tie to another statutory class. In order for a method to be 
considered a "process" under 35 U.S.C. 101, a claimed process must either: (1) be tied 
to a particular machine or apparatus or (2) transforms a particular article to a different 
state or thing. This is called "machine-or-transformation test." See In re Bilski, 545 F.3d 
943, 88 USPQ2d 1385 (Fed. Cir. 2008). There are two corollaries to the machine-or- 
transformation test. First, a mere field-of-use limitation is generally insufficient to render 
an otherwise ineligible method claim patent-eligible. This mean the machine or 
transformation must impose meaningful limits on the method claim's scope to pass the 
test. Second, insignificant extra-solution activity will not transform an unpatentable 
principle into a patentable process. This means reciting a specific machine or a 
particular transformation of a specific article in an insignificant step, such a data 
gathering or outputting, is not sufficient to pass the test. 

The method recited in claims 1-14 are neither tied to a machine nor do they 
transform the underlying subject to a different sate or thing. See Diamond v. Diehr, 450 
U.S. 1 75, 1 84 (1 981 ); Parker v. Flook, 437 U.S. 584, 588 n.9 (1 978); and Gottschalk v. 
Benson, 409 U.S. 63, 71 (1972). 

A method/process claim that fails to meet one of the above requirements is not in 
compliance with the statutory requirement of 35 U.S.C. 101 for patent eligible subject 
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matter. Here claims 1-14 fail to meet the above requirements because they do not 
present clear and meaningful tie to an apparatus. Since the applicant's method steps 
fail the first prong of the new Federal Circuit decision, as they are not tied to another 
statutory class and can be performed without the use of a particular apparatus, claims 
1-14 are non-statutory. 

When amending claims 1-14, applicant is reminded that nominal recitations of 
structure in an otherwise ineligible method fail to make the method a statutory process. 
See Benson, 409 U.S. at 71-72. As Comiskey recognized, "the mere use of the machine 
to collect data necessary for application of the mental process may not make the claim 
patentable subject matter." Comiskey, 499 F.3d at 1380 (citing In re Grams, 888 F.2d 
835, 839-40 (Fed. Cir. 1989)) incidental physical limitation, such as data gathering, field 
of use limitation, and post-solution activities are not enough to covert an abstract idea 
into a statutory process. In other words, nominal or token recitations of structure in a 
method claim do not convert an otherwise ineligible claim into an eligible one. 

As to claims 15-20, claimed invention is directed to non-statutory subject matter. 
Claims 15-20 describe an apparatus with interface and database to carry out various 
functions. All the apparatus, interface, and database can be reasonably interpreted as 
software. Software application is a nonstatutory subject matter under 35 U.S.C. 101 . 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by US Patent 
5737494 to Guinta et al. ("Guinta"). 

As to claim 1, Guinta discloses a method for improving an audit within a 
controlled environment (Guinta, col.1 lines 14-50), the method comprising: 

determining a quality issue to address, the quality issue being associated with a 
product, wherein the product is the subject of the audit (Guinta, col. 1 lines 40-50 i.e. 
engine quality to minimize engine defect, chart 1 shows plurality of quality issues 
associate with a product i.e. system); 

selecting a group of questions associated with the quality issue (Guinta, table 1 
i.e. different group of questions associated with system quality); 

posing a question of the group of questions to gather information related to 
evaluation of the quality issue via an interactive interface adapted for operation within 
the controlled environment (Guinta, Fig 5a-5e); 

determining a sub-group of the group of questions, the sub-group being selected 
based upon an association with the information received in response to the question 
(Guinta, col. 16 line 54 - col. 17 line 21); and 
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storing the information (Guinta, Fig 1-3, i.e. last step corresponds to saving data 
or storing the information). 

As to claim 2, see the discussion in claim 1 above. Guinta further discloses 
processing the information along with other information related to the group of questions 
to evaluate performance related to the quality issue (col. 17 lines 21-37, and Fig 5a-e 
i.e. process selected first indication with second indication to the group of questions to 
evaluate performance). 

As to claim 3, see the discussion in claim 2 above. Guinta further discloses 
generating a report based upon the information to describe the performance (col. 18 
lines 43 - col. 20 and table 2). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4-7 and 15-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Guinta in view of US patent publication 2005/0033617 to Prather et al. ("Prather') 

As to claim 4, see the discussion in claim 1 above. Guinta does not explicitly 
disclose interacting with a user to select the quality issue. However, Prather discloses 
interacting with a user to select the quality issue (Fig 1 2, and U 42-49). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Guinta with Prather since claimed invention is merely a combination 
of old elements, and in the combination each element merely would have performed the 
same function as it did separately, and one of ordinary skill in the art would have 
recognized that the results of the combination were predictable. 

As to claim 5, see the discussion in claim 1 above. Guinta does not explicitly 
disclose selecting a quality issue based upon the product. However Prather discloses 
selecting a quality issue based upon the product (Prather, fig 14-15, and U 51-55 i.e. 
select quality issue based upon product). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Guinta with Prather since claimed invention is merely a combination 
of old elements, and in the combination each element merely would have performed the 
same function as it did separately, and one of ordinary skill in the art would have 
recognized that the results of the combination were predictable. 

As to claim 6, see the discussion in claim 1 above. Guinta does not explicitly 
disclose searching a database for question. However Prather discloses searching a 
database for questions having an association with the quality issue (U 49-53, and Fig 
10-12 i.e. looking into related question database). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Guinta with Prather since claimed invention is merely a combination 
of old elements, and in the combination each element merely would have performed the 
same function as it did separately, and one of ordinary skill in the art would have 
recognized that the results of the combination were predictable. 

As to claim 7, see the discussion in claim 1 above. Guinta further discloses a 
relationship table for associations with the quality issue (table 1). However, Guinta does 
not disclose searching function to access the database. Prather discloses searching a 
database for information fl[ 49-53). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Guinta with Prather because ability to search relationship database 
would reduce information retrieval time. 

As to claim 15, Guinta discloses an apparatus to improve an audit, the 
apparatus comprising: 

an interactive interface (col. 17 line 47-58 Fig 5a-e) to invoke a response to a 
question from a group of questions associated with the audit and to narrow the group to 
a sub-group based upon the response to the question (Fig 1-3, narrow the question 
based upon response). 

group of questions are invoked in an order based upon the response (Fig 1-3); 

However, Guinta does not explicitly disclose that the sub-group questions are 
relevant to a quality issue. Guinta further discloses sub-group of relevant questions in 
table 1 such as topics under different quality concerns. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify sub-group questions based on relevancy of questions because this 
would optimize drill down audit questionnaire to inquire relevant features of a product. 

Moreover, Guinta does not explicitly disclose a question database coupled with 
the interactive interface, and an audit database coupled with the interactive interface. 
However, Prather discloses: 
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a question database coupled with the interactive interface flj 29 and Fig. 2-3, 12), 
the question database having the group of questions (Fig 12 option to view all 
questions). 

an audit database coupled with the interactive interface, to store data, wherein 
the data represents the response and responses to other questions from the group (H 
86-88 and fig. 7-9). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Guinta with Prather since claimed invention is merely a combination 
of old elements, and in the combination each element merely would have performed the 
same function as it did separately, and one of ordinary skill in the art would have 
recognized that the results of the combination were predictable. 

As to claim 16, see the discussion in claim 15 above. Guinta does not explicitly 
show an audit analyzer coupled with the audit database. However, Prather further 
discloses: 

an audit analyzer coupled with the audit database to analyze the data to evaluate 
performance related to the quality issue and to generate a report communicate the 
evaluation (fig 8, i.e. auditing database coupled to auditing server to analyze the data to 
evaluate performance related to quality issue in fig. 5 and report in fig. 9). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Guinta with Prather since claimed invention is merely a combination 
of old elements, and in the combination each element merely would have performed the 
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same function as it did separately, and one of ordinary skill in the art would have 
recognized that the results of the combination were predictable. 

As to claim 17, see the discussion in claim 15 above. Guinta further disclose a 
relationship table (table 1 ) coupled with the interactive interface (Fig. 5) to describe 
associations between the quality issue and responses to questions of the group of 
questions (table 2). 

As to claim 18, see the discussion in claim 15 above. Guinta further disclose a 
graphical user interface for a display adapted for use within a controlled environment, to 
interact with a user (Figure 5). 

As to claim 19, see the discussion in claim 15 above. Guinta does not explicitly 
disclose that the question database comprises questions determined by an experienced 
auditor. However, Prather discloses: 

Question database comprises questions determined by an experienced auditor 
0| 39-42 i.e. prepared by experts). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Guinta with Prather because having questions determined by an 
experience auditor would provide standard quality audit and reduce human variability 
(Prather, U 3-6) 



Application/Control Number: 10/821,051 Page 12 

Art Unit: 3623 

As to claim 20, see the discussion in claim 19 above. Guinta further disclose 
that question database comprises answers to the questions (fig. 1-3, and col. 6 line 42 - 
col. 7 line 34 i.e. question database comprise scale answer and "yes" or "no" answer), 
but Guinta does not disclose the answers are determined by experienced auditor. 
However, Prather discloses: 

Answers are determined by an experienced auditor (Fig. 5, and U 39-42 i.e. 
weight score and possible answers in already created question bank). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Guinta with Prather because having answers determined by an 
experience auditor would provide standard quality audit and reduce human variability 
(Prather, U 3-6) 
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Claims 8-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Guinta. 

As to claim 8, see the discussion in claim 1 above. Guinta further displaying the 
question and a set of potential answers on a monitor (Fig 4 and 5). However, Guinta 
does not disclose displaying materials on a touch screen display of a personal digital 
assistant. However, official notice is taken that it was old and well known at the time of 
the invention to display information on a touch screen display of a personal digital 
assistant. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to display auditing system on a touch screen display of a personal digital 
assistant because it provides more convenient information access. 

As to claim 9, see the discussion in claim 1 above. Guinta further discloses 
selecting the sub-group for the audit in light of the information (Fig. 1 -3 and col. 6 line 
42 — line 34 i.e. demonstrable system and extent of deployment). However, Guinta does 
not explicitly disclose that sub-group is selected based upon relevancy of questions. 
Guinta further discloses sub-group of relevant questions in table 1 such as topics under 
different quality concerns. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify sub-group questions based on relevancy of questions because this 
would optimize drill down audit questionnaire to inquire relevant features of a product. 
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As to claim 10, Guinta further discloses a method for performing an audit 
(Guinta, col.1 lines 14-50), the method comprising: 

interacting via an interactive interface to invoke a response to a question from a 
group of questions associated with the audit (Figure 5 and Table 1 ); 

narrowing the group of questions to a sub-group of the group based upon the 
response to the question (Fig. 1-3 and col.6 line 42— line 34 i.e. demonstrable system 
and extent of deployment where sub-group questions are relevant to a quality issues); 
and 

storing the response for analysis (Guinta, Fig 1-3, i.e. last step corresponds to 
saving data or storing the information, and table 2 for analysis). 

However, Guinta does not explicitly disclose that sub-group questions are 
relevant to a quality issue. Guinta further discloses sub-group of relevant questions in 
table 1 such as topics under different quality concerns. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify sub-group questions based on relevancy of questions because this 
would optimize drill down audit questionnaire to inquire relevant features of a product. 

As to claim 1 1 , see the discussion in claim 1 0 above. Guinta further discloses 
processing the response along with other responses related to the group of questions to 
analyze performance with respect to the quality issue (table 2, and col. 18 line 43 - col. 
20). 
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As to claim 12, see the discussion in claim 1 1 above. Guinta further discloses 
generating a report based upon the responses to describe the performance (col. 18 
lines 43 - col. 20 and table 2). 

As to claim 13, see the discussion in claim 10 above. Guinta further discloses 
displaying a question for the audit related to the quality issue on a display adapted for 
operation within a controlled environment (Fig. 4-5). 

As to claim 14, see the discussion in claim 10 above. Guinta further discloses 
identifying questions based upon the response (Fig. 1-3 and col.6 line 42— line 34 i.e. 
demonstrable system and extent of deployment). 

However, Guinta does not explicitly disclose that the sub-group questions are 
relevant to a quality issue. Guinta further discloses sub-group of relevant questions in 
table 1 such as topics under different quality concerns. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify sub-group questions based on relevancy of questions because this 
would optimize drill down audit questionnaire to inquire relevant features of a product. 
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Claims 21-22 and 26-28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Guinta in view of U.S. Patent No. 6,272,472 B1 to Danneels et al. ("Danneels"). 

As to claim 21, Guinta discloses the invention substantially as claimed. See the 
discussion of claim 1 above. Guinta does not explicitly teach providing all these 
executable instructions on a computer-readable medium, although it is strongly 
suggested by Das in col. 17 lines 38-47 i.e. memory. Danneels et al., teaches a 
computer-implemented method realized as one or more programs on a computer (see 
column 2, lines 40-46 of Danneels et al.) In addition, Danneels et al. teaches that the 
programs are storable on a computer-readable medium such as a floppy disk or a CD- 
ROM (see column 2, lines 46-49 of Danneels et al.). It would have been prima facie 
obvious to one of ordinary skill in the art at the time of the invention to incorporate this 
feature into the method of Guinta discussed in claim 1 . One of ordinary skill in the art 
would have been motivated to incorporate this feature for the purpose of distribution and 
installation and execution of the software on another computer (see column 7, lines 46- 
49 of Danneels et al.). 

As to claim 22, see the discussion in claim 21 above. All the limitations of claim 
22 are of the same scope as the limitations of claim 2 in combination with claim 3, and 
in the combination each element merely would have performed the same function as it 
did separately, and one of ordinary skill in the art would have recognized that the results 
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of the combination were predictable. Therefore limitations of claim 22 are rejected on 
the same basis as claims 2-3, and the combination is rendered obvious. 

As to claim 26, Guinta discloses the invention substantially as claimed. See the 
discussion of claim 10 above. Guinta does not explicitly teach providing all these 
executable instructions on a computer-readable medium, although it is strongly 
suggested by Das in col. 17 lines 38-47 i.e. memory. Danneels et al., teaches a 
computer-implemented method realized as one or more programs on a computer (see 
column 2, lines 40-46 of Danneels et al.) In addition, Danneels et al. teaches that the 
programs are storable on a computer-readable medium such as a floppy disk or a CD- 
ROM (see column 2, lines 46-49 of Danneels et al.). It would have been prima facie 
obvious to one of ordinary skill in the art at the time of the invention to incorporate this 
feature into the method of Guinta discussed in claim 1 0. One of ordinary skill in the art 
would have been motivated to incorporate this feature for the purpose of distribution and 
installation and execution of the software on another computer (see column 7, lines 46- 
49 of Danneels et al.). 

As to claim 27, see the discussion in claim 26 above. All the limitations of claim 
27 are of the same scope as the limitations of claim 11 in combination with claim 12, 
and in the combination each element merely would have performed the same function 
as it did separately, and one of ordinary skill in the art would have recognized that the 



Application/Control Number: 10/821,051 Page 18 

Art Unit: 3623 

results of the combination were predictable. Therefore limitations of claim 22 are 
rejected on the same basis as claims 11-12, and the combination is rendered obvious. 

As to claim 28, see the discussion in claim 26 above. All the limitations of claim 
28 are of the same scope as the limitations of claim 13 above, and therefore rejected on 
the same basis. 
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Claims 23-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Guinta in 
view of Prather and further in view of Danneels. 

As to claim 23, see the discussion in claim 21 above. All the limitations of claim 

23 are of the same scope as the limitations of claim 5 above, and therefore rejected on 
the same basis. 

As to claim 24, see the discussion in claim 21 above. All the limitations of claim 

24 are of the same scope as the limitations of claim 6 above, and therefore rejected on 
the same basis. 

As to claim 25, see the discussion in claim 21 above. All the limitations of claim 

25 are of the same scope as the limitations of claim 9 above, and therefore rejected on 
the same basis. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 



US Patent 5765138 


Aycock et al. 


06/9/1998 


US Patent 6678129 


Cambon et al. 


01/6/2004 


US Patent Publication 
2002/0087372 


Maresca et al. 


07/4/2002 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TZU-HSIANG (SEAN) LAN whose telephone number is 
(571 )270-7054. The examiner can normally be reached on Monday-Friday 8am-4pm 
EST. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth V. Boswell can be reached on (571)272-6737. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Application/Control Number: 10/821,051 
Art Unit: 3623 



Page 21 



/TZU-HSIANG (SEAN) LAN/ 
Examiner, Art Unit 3623 

/Beth V. Boswell/ 

Supervisory Patent Examiner, Art Unit 3623 



